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DETAILED ACTION 

1. Claims 1-16 have been examined. Application 09/916,942 (Method and 
apparatus for increasing on-line publication distribution) has a filing date 07/26/2001 . 

Response to Amendment 

2. In response to Notice to the applicant regarding a Non-Compliant Amendment 
filed 04/05/2007, the Applicant filed an Amendment on 05/04/2007, which amended 
claims 1, 7-9, 15 and 16 . 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 7, 8, 9 and 15 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Said claims recite "if it is 
determined that the subscriber is a low frequency user, as determined by the number of 
publications sent to the subscriber and the number of times the publications were sent 
from empirical data sending the subscriber a list of publications related to any one or 
more that the subscriber already receives and a targeted content advertisement for the 
publication in which said targeted content advertisement is placed". Nowhere, in 
Applicant's specification is recited sending a subscriber a list of publications and also a 
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targeted content advertisement. Applicant's specification has support for sending a 
subscriber a targeted content advertisement identified from a list of publications related 
to one or more that the subscriber already receives (see Applicant's specification page 
8, lines 17-25). 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 7, 8, 9 and 15 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. Said claims recites sending the subscriber a 

list of publications related to any one or more that the subscriber already receives and a 

targeted content advertisement for the publication in which said targeted content 

advertisement is placed. For purpose of art rejection said limitation would be interpreted 

as sending a subscriber a targeted content advertisement obtained from a list of 

publications related to any one or more that the subscriber already receives. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Howard (US 2005/0091 1 09) in view of Gardenswartz (US 6,298,330). 
As per claims 1 , 7 and 8, Howard teaches: 

In an on-line publication ("publication") distributed to a plurality of publication 
subscribers via a data network, a method of sending to a publication subscriber, at least 
one of either: paid advertising messages or content advertising messages; 

said method comprising the steps of: 

reading from a server for said publication, a user profile for the subscriber (see 
Howard paragraph 8); 

automatically tracking publication distribution to various receipt subscribers (see 
Howard paragraph 26), including recording times during the day that the subscriber 
requests files of the publications (see paragraphs 45, 46, 56); 

determining the subscriber's publication usage levels from data in said user 
profile (see Howard paragraph 46), the recorded times, the files that the subscriber 
requested, whether the subscriber requested a download of a particular known type of 
file and the automatically tracked publication distribution, wherein the data includes 
historical data of the subscriber's usage of on-line publications (see paragraphs 36, 40 
42); 

sending the subscriber paid advertisement (see Howard paragraphs 50-51); 
sending the subscriber a list of publications related to any one or more that the 
subscriber already receives and a targeted content advertisement for the publication for 
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the publication in which said targeted content advertisement is placed (see Howard 
paragraph 59), 

said targeted content advertisement being selected based upon at least one of: 

data in said user profile (see Howard paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
Howard paragraph 52); and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59); 

detecting the subscriber's request for continued delivery of said specified content 
via said data network (see Howard paragraph 39) ; 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see Howard paragraph 40). 

Howard does not expressly teach that if it is determined from historical usage 
level data that the subscriber that the subscriber is a high frequency user t sending the 
subscriber paid advertising and not sending additional online publications; if it is 
determined that the subscriber is a low frequency user, as determined by the number of 
publications sent to the subscriber and the number of times the publications were sent 
from empirical data sending the subscriber a list of publications related to any one or 
more that the subscriber already receives and a targeted content advertisement for the 
publication in which said targeted content advertisement is placed. However, 
Gardenswartz teaches that it is old and well known in the promotion art to target 
advertisements to consumers in order that said consumers change existing behavior or 
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continue an established behavior. Thus, for example a heavy user of a product (i.e. 
Brand X soda) would be targeted with alternative product advertisements (i.e. Brand Z 
soda) in order to provide said user an incentive to switch to another product (see 
Gardenswartz col 15, lines 30-50). Also, Gardenswartz teaches that it is old and well 
known in the promotion art to avoid targeting ads to consumers with respect to products 
that said consumers are heavy users of said products but instead targeting said ads 
with respect to said products to consumers that are low frequency users of said 
products (see Gardenswartz col 17, lines 55-65). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the application was made, to 
know that electronic publishers would be motivated to send new subscriptions' offers 
(i.e. targeted content advertisements) to low frequency users of electronic publications 
and would be motivated to send advertisements not related to subscriptions 1 offers to 
high frequency users of electronic publication in view that it is old and well known in the 
promotion art that the more loyal a user is toward a product the less need said user 
needs to be targeted with ads of said products, as taught by Gardenswartz . 
As per claim 2, Howard teaches: 

The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: data in said user profile; and advertising space 
available in said publication for content advertising usage (see paragraph 8). 

As per claim 3, Howard teaches: 
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The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: data in said user profile; and advertising space 
available in said publication for content advertising usage (see paragraphs 8 and 59); 
and 

including in said content advertisement, a sample of the specified content and 
instructions as to how to continue to receive said specified content via said publication 
(see paragraph 46). 

As per claim 4, Howard teaches: 

The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user based upon said 
user profile and the advertising space available for content advertising usage (see 
paragraphs 8 and 59); 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraphs 57-59); 

assembling said content advertisement and said sample of the specified content 
into a data package and transmitting the data package to the subscriber via said data 
network (see paragraphs 57-59). 

As per claim 5, Howard teaches: 

The method of claim 1 further comprised of the steps of: 
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detecting via said data network, the subscriber's request for continued delivery of 
said specified content via said data network (see paragraph 56); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 56). 

As per claim 6, Howard teaches: 

The method of claim 1 further comprised of the steps of: 

detecting via said data network, the subscriber's request for continued delivery of 
said specified content via said data network (see paragraph 56); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 56);. 

monitoring the subscriber's usage levels of said publication (see paragraph 56). 

As per claims 9, 15 and 16, Howard teaches: 

In an on-line publication ("publication") distributed to a plurality of publication 
subscribers via a data network, a method of sending to a publication subscriber, at least 
one of either: paid advertising messages or content advertising messages; 

said method comprising the steps of: 

reading from a server for said publication, a user profile for the subscriber (see 
Howard paragraph 8); 

automatically tracking publication distribution to various recipient subscribers 
(see Howard paragraph 26) including recording times during the day that the subscriber 
requests files of the publications (see paragraphs 45, 46, 56); 
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determining the subscriber's publication preferences from data in said user profile 
(see Howard paragraph 42), the recorded times, the files that the subscriber requested, 
whether the subscriber requested a download of a particular known type of file and the 
automatically tracked publication distribution, wherein the data includes historical data 
of the subscriber's usage of on-line publications (see paragraphs 36, 40 42); 

sending the subscriber a targeted paid advertisement (see Howard paragraphs 
50-51); 

sending the subscriber a targeted content advertisement consistent with the 
subscriber's determined preferences (see Howard paragraph 59). 

Howard does not expressly teach if it is determined from historical usage level 
data that the subscriber that the subscriber is a high frequency user, sending the 
subscriber paid advertising and not sending additional online publications; if it is 
determined that the subscriber is a low frequency user, as determined by the number of 
publications sent to the subscriber and the number of times the publications were sent 
from empirical data sending the subscriber a list of publications related to any one or 
more that the subscriber already receives and a targeted content advertisement for the 
publication in which said targeted content advertisement is placed. However, the same 
rejection applied to claim 1 regarding this missing limitation is also applied to claims 9, 
15 and 16. 

As per claim 10, Howard teaches: 

The method of claim 9 wherein said step of sending a targeted content 
advertisement is further comprised of the step of 
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selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: 

data in said user profile (see paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
paragraph 52). 

As per claim 1 1 , Howard teaches: 

The method of claim 9 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: 

data in said user profile (see paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
paragraph 52); and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59). 
As per claim 12, Howard teaches: 

The method of claim 9 wherein said step of sending a targeted content 
advertisement is comprised of the step of: 

selecting a content advertisement for transmission to the user based upon at 
least one of: 

data in said user profile (see paragraph 59); and 
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advertising space available for content advertising usage (see paragraph 59); 

and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59); 

assembling said content advertisement and said sample of the specified content 
into a data package and transmitting the data package to the subscriber (see paragraph 
44). 

As per claim 1 3, Howard teaches: 
The method of claim 9 further comprised of the steps of: 
detecting the subscriber's request for continued delivery of said specified content 
(see paragraph 39); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 40). 
As per claim 14, Howard teaches: 
The method of claim 9 further comprised of the steps of: 

detecting the subscriber's request for continued delivery of said specified content 
(see paragraph 39); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 39); 

monitoring the subscriber's usage levels (see paragraphs 36, 46). 
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Response to Arguments 

5. Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Daniel Lastra 
July 15, 2007 




